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DETAILED ACTION 



Response to Amendment 

Claims 42 and 43 have been added as requested in the amendment filed on 06 
February 2007. Following the amendment, claims 1-43 are pending in the instant 
application. 

Claims 1-29 and 31-41 remain withdrawn from further consideration pursuant to 
37 CFR 1.142(b), as being drawn to a nonelected invention, there being no allowable 
generic or linking claim. 

Claims 30, 42 and 43 are under examination in the instant office action. 

Any objection or rejection of record, which is not expressly repeated in this action 
has been overcome by Applicants’ response and withdrawn. 



Claim Rejections - 35 USC §102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 
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The rejection of claim 30 under 35 U.S.C. 102(e) as being anticipated by U.S. 
2002/0055459 to Chopra et at. is maintained for reasons of record and as set forth 
below. 

In the reply filed on 06 February 2007, Applicants assert that Chopra et al. does 
not teach each and every element of instant claim 30 because the peptide identified by 
the method of instant claim 30 binds only the BACE exosite and not the BACE active 
site. Applicants assert that Chopra discloses the structural coordinates of the BACE 
exosite which may be used to identify peptides that interact with (1) the active site of 
BACE or (2) the active site of BACE and an accessory site of BACE (see paragraph 
27). Applicants also allege that Chopra neither discloses any BACE accessory binding 
site nor any peptides that would bind said BACE accessory binding site or methods of 
identifying peptides that would bind a BACE accessory binding site. Finally, Applicants 
assert that Chopra does not disclose any peptides that bind the active site of BACE that 
have been identified by the method of instant claim 30. 

Applicants' arguments have been fully considered and are not found persuasive. 

Claim 30 is drawn to a method of identifying a peptide that specifically binds to a 
BACE exosite comprising: (a) contacting BACE with at least one peptide; and (b) 
determining whether the peptide specifically binds to BACE at a site other than the 
active site of BACE. Thus, the claim does not requite binding a specific BACE exosite 
as the preamble of the instant method claim recites the intended purpose of the 
invention and thus impart no patentable weight on the claim (see MPEP 21 1 1 .02, 
section II). Therefore, for anticipation the prior art reference need only teach (a) 
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contacting BACE with at least one peptide; and (b) determining whether the peptide 
specifically binds to BACE at a site other than the active site of BACE. Accordingly, 
the ’459 application also teaches a method for identifying an agent that interacts with an 
active site of BACE comprising the steps of: determining an active site of BACE from a 
three dimensional model of BACE and performing computer fitting analysis to identify an 
agent which interacts with said active site. In addition it is taught that the agent can be 
obtained or synthesized and then contacted with BACE to see if the agent binds to the 
active site ^ [0033 and 0035] and the agent can be a peptide If [0022]. Since the 
definition of active site taught by the ‘459 application includes both the actual binding 
site and accessory binding sites , contrary to Applicants’ assertion, the reference does 
indeed teach “methods of identifying peptides that would bind a BACE accessory 
binding site.” Thus, the reference does indeed teach the limitations of claim 30. 

Applicants’ assertion that the reference does not teach any specific peptides that 
would bind said BACE accessory binding site is irrelevant: the actual peptides are not 
claimed. Regarding Applicants’ assertion that Chopra cannot anticipate the claimed 
invention because Chopra discloses the structural coordinates of the BACE exosite, 
which may be used to identify peptides that interact with the active site of BACE and an 
accessory site of BACE, the claims are not limited to identifying peptide that do not bind 
the exosite. That is, the claims recite the open language “comprising,” which does not 
exclude additional unrecited elements (see MPEP 2111 .03). Thus, Applicants’ claims 
encompass methods comprising additional unrecited elements or method steps, such 
as identifying peptides that bind both the actual binding site and accessory binding 
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sites. As long as the reference teaches identifying a site other than the active site, i.e., 
the accessory binding site, the reference anticipates this limitation. Since the reference 
meets all the limitations of the claims, the rejection is maintained. 

Allowable Subject Matter 

Claims 42 and 43 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

Conclusion 

No claims are allowed. 

Applicants’ amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .1 36(a) will be calculated from the mailing date of 
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the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 
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Advisory Information 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Gregory S. Emch whose telephone number is 571-272- 
8149. The examiner can normally be reached Monday through Friday from 9:00AM to 



5:30PM (EST) . 

If attempts to reach the examiner by telephone are unsuccessful, the examiner’s 
supervisor, Janet L. Andres can be reached on 571-272-0867. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 

Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 



system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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